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The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is
not bi ndi ng precedent of the Board.
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DECI SI ON ON APPEAL

This is a decision on appeal fromthe final

rejection of clainms 1, 4 through 11 and 14 through 24. dains
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2, 3, 12 and 13 were canceled in an anendnment after final
rejection, paper no. 10, received Cctober 22, 1996.

The invention relates to a corona di scharge device
used in an el ectrophot ographi c i mage form ng appar at us.
Corona di scharge devices are used for charging the
phot osensitive drumin such an apparatus. |In particular,
noting Figures 1(A) to 1(C), the discharge device has a row of
sharp ends 11, arranged with a pitch P, and spaced froma
charge receiving nmenber (e.g., drun) by a distance D. A
preferred relationship between D and P is expressed as
A4#D/ P#6. The sharp ends 11 are nade of a conductive materia
cont ai ni ng ni ckel, chrom um and nol ybdenum and are coated
with a dielectric ceramc.

Representati ve i ndependent clains 1, 4, 5 and 6 are
reproduced as foll ows:

1. A corona discharge device used in an
el ectrophot ographi c i mage form ng apparatus conpri si ng:

a di scharge nenber havi ng sharp di scharge ends; and

means for applying to said di scharge nenber a
di scharge vol tage containing at | east an AC voltage conponent.

4. A corona discharge device used in an
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el ectrophot ographi c i mage form ng apparatus conpri si ng:

a di scharge nenber having sharp di charge ends,
wherein at | east each discharge end portion including said
di scharge end is coated with a material having a high electric
resi st ance.

5. A corona discharge device used in an
el ectrophot ographi ¢ i mage form ng apparatus conpri si ng:

a di scharge nenber having a plurality of sharp
di scharge ends arranged in a row, wherein a distance D (nm of
a space between a di scharge end and a charge receiving nenber
to be charged in said inage form ng apparatus or between said
di scharge end and a path of said charge receiving nenber, and
a pitch P (m) between said discharge ends are determned to
establish a relationship of 4#D/ P#6

6. A corona discharge device used in an
el ectrophot ographi c i mage form ng apparatus conpri Si ng:

a di scharge nenber havi ng sharp di scharge ends,
wherein at | east each discharge end portion including said
di scharge end is made of an electrically conductive materi al
containing nickel in a range from8%to 15% and chromumin a
range from 16%to 20% and is coated with a material having a
hi gh el ectric resistance.

The Exam ner relies on the follow ng references:

Conpton et al. 3,691, 373 Sep. 12,
1972
Myochin et al. 4,574, 326 Mar. 4,
1986
Well et al. 5,241, 122 Aug. 31, 1993
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(filed Mar. 3,
1992)

Clainms 1, 4 through 11 and 14 through 24 stand
rejected under 35 U . S.C. § 103 as bei ng unpat ent abl e over
Compton in view of Myochin and Well.

Rat her than reiterate the argunments of Appellants
and the Examner, reference is nmade to the brief and answer

for the respective details thereof.

OPI NI ON

After a careful review of the evidence before us, we
will not sustain the rejection of clainms 1, 4 through 11 and
14 through 24 under 35 U. S.C. 8§ 103.

The Exami ner has failed to set forth a prima facie
case. It is the burden of the Exam ner to establish why one
having ordinary skill in the art would have been led to the
clai med invention by the reasonabl e teachings or suggestions
found in the prior art, or by a reasonable inference to the

artisan contained in such teachings or suggestions. 1Inre
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Sernaker, 702 F.2d 989, 995, 217 USPQ 1, 6 (Fed. Cir. 1983).
"Addi tionally, when determ ning obviousness, the clained
i nvention should be considered as a whole; there is no legally
recogni zable "heart' of the invention.” Para-O dnance Mg. V.
SGS Inporters Int’l, Inc., 73 F.3d 1085, 1087, 37 USPQ2d 1237,
1239 (Fed. Cir. 1995) (citing W L. CGore & Assocs., Inc. v.
Garlock, Inc., 721 F.2d 1540, 1548, 220 USPQ 303, 309 (Fed.
Cr. 1983), cert. denied, 469 U S. 851 (1984)).

In the interest of brevity and sinplicity, the
Exam ner has made a single rejection which enconpasses the
vari ous conbi nati ons of several different aspects of the
invention. These najor aspects are the use an AC voltage
conponent, a coating material having a high electric
resistance, a D-P relationship of 4#D/ P#6 and a conductive
materi al of nickel, chrom um and nol ybdenum Each mgj or
aspect has been conbined with a di scharge nmenber having sharp
di scharge ends in different independent clains, and
i nt erchangeably appended dependent clains, along with multiply

dependent clains. W find the Exam ner’s approach quite
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hel pful and expedi ent.

Wth regard to the rejection of claim1, Appellants
agree that Conpton teaches sharp di scharge ends, and Myochin
teaches the use of at |east an AC voltage conponent in a
corona di scharge device. Appellants argue:

However, neither of the applied references show,
teach or notivate the device recited in appeal ed
claim1. Thus, it is respectfully submtted there
is no basis whatsoever for the Exam ner to conbine
Compton with Myochin to provide a discharge nenber
havi ng sharp discharge ends to receive a discharge
vol tage containing at | east an AC vol tage conponent.
(Brief-page 12.)

Appel l ants stress that there is no teaching or suggestion in
Conmpton that would | ead a person to use its sharp discharge
ends with the AC voltage of Myochin, and vise versa, no

t eachi ng or

suggestion in Myochin that would | ead a person to use its AC
vol tage teachings on a di scharge nenber having sharp ends such
as Conpton (brief-page 13).

The Exam ner responds that Conpton teaches the
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corona di scharge devi ce having sharp di scharge ends, and that
Myochi n teaches the use of AC voltages in a corona discharge
device. At page 7 of the answer the Exam ner states, “The
exam ner contends that MYOCHIN is directly applicable to
COMPTON because both are concerned with object charging.” At
page 12 of the Answer the Exam ner states “Had Conpton used AC
or Myochin used a sharp end instead of a wire, then again
antici pati on woul d have been encountered.”

We agree with Appellants; the Exam ner seens to have
m ssed the “point”. Mochin does not provide any indication
t hat ot her shapes of el ectrode ends woul d be applicable to
it’s teachings. Likew se, Conpton provides no indication of
ot her suitable voltages, e.g., voltages other than DC. The
Exam ner’s common thread of “object charging” falls short of
provi ding notivation to conbi ne the AC voltage teaching of
Myochin with the sharp di scharge ends of Conpton. W agree
wi th the Exam ner that Appellants’ argunents regarding the
question of ozone generation or deconposition is not recited
inclaiml and thus is irrelevant to the claimlimtations.

Nonet hel ess, the question of ozone effects could provide the
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basi s of notivation between the two references. However, we
find no such basis in this instance. Appellants reduce ozone
generation via their conbination of elenents, in the case of
claim1, the conbination of sharp discharge ends with an AC
vol t age conponent. Appellants make no nention of the use of
heat for the deconposition of ozone inherently generated.
Myochin uses AC to generate heat that deconposes ozone
i nherently generated (colum 3, lines 29-34). Again, we find
no notivation to conbi ne Conpton and Myochi n.

The Federal Circuit states that "[t] he nere fact
that the prior art nmay be nodified in the manner suggested by
t he Exam ner does not nmake the nodification obvious unless the

prior art suggested the desirability of the nodification.™ In
re Fritch, 972 F.2d 1260, 1266 n.14, 23 USPQd 1780, 1783-84
n.14 (Fed. Cr. 1992), citing In re Gordon, 733 F.2d 900,

902, 221 USPQ 1125, 1127 (Fed. Cir. 1984). "CObviousness may
not be established using hindsight or in view of the teachings

or suggestions of the inventor."” Para-Ordnance Mg. v. SGS

| mporters Int’l, 73 F.3d at 1087, 37 USPQRd at 1239, citing W

-8
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L. Gore & Assocs., Inc. v. Garlock, Inc., 721 F.2d at 1551,

1553, 220 USPQ at 311, 312-13.

Since Myochin teaches the use of AC voltage with a
totally different discharge device, and absent any viable
rational to conbine references, we will not sustain the
Examiner’s rejection of claim1l. Likew se, we will not
sustain the Examner’s rejection of clains 8 through 11, 15,
16, 19, 20, 21/(8,9,15,16), 22/(10,15,16), 23/11 and 24/11, in
that they depend fromclaim21 and include the sane unnet
conbi nati on

Claim4 includes the sane sharp di scharge ends,
additionally, coated with a material having a high electric
resi stance. Appellants argue, “Myochin is directed to [a]

di scharge device using a wire-type el ectrode, and thus any
coating, including a high electric resistance coating, is thus
nei t her discl osed nor suggested in view of this applied

conbi nati on of references.” (Brief-page 14.)

The Exam ner states that Myochin teaches the coating
to be well known in that Myochin uses glass to cover the

di scharge el ectrode 1la (Answer-page 4). At page 9 of the
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answer, the Exam ner states:
It is to be noted per the above that it is the
entire structure CA of MYOCHI N [that] is a discharge
device. The ACis applied to 11la and 11c and thus
results in the ion generation. Thus 1la has nuch
nmore function than what applicants are asserting as
it is not 11c al one that generates the ions, but the
entire structure. The claimsinply does not
preclude a configuration wherein COWPTON s structure
24 woul d be that of MYOCHIN s 1l1la and be
encapsul ated by 11b and still use the other
el ectrode 11c as shown.
Again, it seens the Exam ner has m ssed the “point.”
We find no notivation to use the coating of Myochin in a

corona di scharge devi ce having sharp discharge ends. The
Exam ner’ s reasons for conbining Conpton and Myochin in
rejecting claim4 are the sane as those in rejecting claiml.
As noted supra, there is nothing other than hindsight, to
suggest the conbination. As noted by the Exam ner, if al
recited elenents were found in one of the references,
anticipation of the invention would be found. However, there
must be sonething to suggest the conbi nation, other than the
nmere exi stence of each recited |imtation appearing in
different references. Thus, we will not sustain the

Exami ner’s rejection of claim4. Likewi se, we will not

-10-
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sustain the rejection of clainms 14, 22/14, 23/14 and 23/ 14,
since they are dependent fromclaim4 and contain the sane

unnmet conbi nati on

Claim5 recites the sanme sharp di scharge ends, and
additionally, that the pitch (P) between the ends, and the
di stance (D) to the charge receiving nenber, are related in
accordance with 4#D/ P#6. Appellants argue that the cl ai ned
range achi eves unexpected results and is not nerely an
optim zation of the 2 to 8 range, of which Conpton fell into
(brief-page 15).

The Exam ner questions the unexpected results,
indicating that the inprovenent to Appellants’ ratio range of
4 to 6 is nerely the optim zation of Appellants’ original
ratio range of 2 to 8, which range was net by Conpton via a
rati o of 3.

We agree with the Exam ner that Appellants have
optim zed their ratio of 4 to 6 fromtheir ratio of 2 to 8
However, we find that Conpton’s ratio of 3, falling within the

uncl ai med range of 2 to 8, does not nake the clained range of

-11-
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4 to 6 obvious there over. Conpton’s range of the ratio DP
is 0.75to 3.0. Conpton’s preferred (optimzed) ratio is
1.42. (See colum 5, lines 29-43.) W fail to see how
Conpton’s ratio of 3, or optimzed ratio of 1.42, neets or
makes obvious the clained ratio range of 4 to 6. It is not

Appel  ants’ di scl osure

that must be optimzed to neet the claimlimtations, but the
reference’s disclosure that should be optim zed. Thus,
Conmpt on does not teach or suggest (even through optim zation)
the claim5 limtations, and we will not sustain its
rejection.

Claim6 requires the sane sharp di scharge ends, and
additionally that the ends be made of recited anounts of
ni ckel and chrom um and be coated with a material having a
high electric resistance. The Exam ner notes that Conpton
di scl oses the sharp ends nmade of stainless steel (colum 3,
lines 54-55). The Exam ner further notes that Well teaches

it is well known that stainless steel is nade of the recited

-12-
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anounts of nickel and chromium Appellants argue “As

descri bed above, the patent to Well has nothing whatsoever to
do with Appellants’ invention, as it is directed to [the]

catal ytic processing field, and the Exam ner’s application of
that reference is an inpermssible aggregation of unrel ated
references in diverse, unrelated fields.” (Brief-page 12.)

We interpret this as a non anal ogous are argunent.

In determ ning whether a cl ai mwould have been
obvious at the tinme of the invention, the Exam ner nust first
determ ne the scope and content of the prior art. G ahamyv.
John Deere
Co., 383 U S 1, 17, 148 USPQ 459, 467 (1966). "Although 8§
103 does not, by its terns, define the "art to which [the]
subj ect matter [sought to be patented] pertains,' this
determnation is frequently couched in terns of whether the
art is analogous or not, i.e., whether the art is '"too renote

to be treated as prior art."" Inre Cay, 966 F.2d 656, 658,
23 USPQ2d 1058, 1060 (Fed. Cir. 1992) citing In re Sovish, 769
F.2d 738, 741, 226 USPQ 771, 773 (Fed. Cir. 1985).

I n making this determ nation, we nust consider two

-13-



Appeal No. 1998-0126
Application 08/ 272, 700

criteria. First, it nust be determined if the prior art is
fromthe sane field of endeavor, regardless of the problem
addressed. Secondly, even if the prior art is not in the sane
field of endeavor, it nust be determ ned whether the reference
still is reasonably pertinent to the particular problemwth
which the inventor is involved. In re Cay, supra, 966 F.2d
at 658- 659, 23 USPQ2d at 1060. Wth respect to the
field of endeavor, there is little dispute that Well is not
within the sanme field of endeavor as a corona di scharge device
used in an el ectrophotographi c i mage form ng appar at us.
However, Well nmay still be analogous if it is "reasonably

pertinent to the

particul ar problemw th which the inventor is involved." Id.
See al so In re Paul sen, 30 F.3d 1475, 1481, 31 USPQ 2d 1671
1675-76 (Fed. Cir. 1994).

The Exam ner has shown that the prior art reference,
Conmpt on, uses stainless steel in a corona discharge devi ce.
Si nce Conpton does not recite the constituents of stainless

steel, we find that Weell is reasonably pertinent to

-14-
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determ ning the constituents of stainless steel.

Thus we agree with the Exam ner that the nmaterial of the
sharp ends is taught by the prior art. However, for the
reasons stated supra, with respect to claim4, we find the
coating is not obvious over the applied references. Thus, we
w Il not sustain the Exam ner’s rejection of claim®6.

Li kew se, we will not sustain the rejection of clains 7, 17,
18, 21/(6,7,17,18), 22/(6,7,17,18), 23/(17,18) and 24/ (17, 18)

whi ch depend fromclaim®6 and include the limtations thereof.

We have not sustained the rejection of clains 1, 4
t hrough 11 and 14 through 24 under 35 U.S.C. § 103.
Accordingly, the Exam ner's decision is reversed.

REVERSED

-15-
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